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DETAILED ACTION 

1 . Claims 1-15 are pending in this application and have been examined. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claim 4 recites the limitation " said steps of..." in lines 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6. Claims 11-15 are rejected under 35 U.S.C. 101 because the claims are 
directed to non-statutory subject matter. 
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7. Regarding claims 11-15, although the preamble of the claims recite "system", the 
body of the claims include only software components such as "transfer interceptor", 
"compatibility checker", "compatibility action handler", "rule management user interface". 
Claims 11-15 neither include any computer hardware component(s) nor positively recite 
that the cited software components are stored on a computer medium that can be read 
by a machine. As such, claims 11-15 are directed to software per se which is non- 
functional descriptive material and non-statutory since the claims do not require any 
physical transformation and the invention as claimed does not produce a useful, 
concrete, and tangible result to form the basis of statutory subject matter under 35 
U.S.C101. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

9. Claims 1, 5-6, 10-11 and 15 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Stern et al. (Stern, US 6,807,668 B2). 

1 0. As to independent claim 1 , Stern discloses a method for transferring content 
from one computer resource to another computer resource (col.8, lines 31-35; content is 
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transferred (drag) from source to destination (drop)), comprising the steps of: 
intercepting the transfer to a destination of one or more information elements selected 
from a source (col. 10, lines 36-43; contents are stored in a intermediate storage for 
further processing) performing a compatibility check for each intercepted information 
element with the destination (col.9, lines 35-44; source data are checked to ensure the 
destination can accept it) by consulting one or more user-configurable compatibility 
rules to classify elements as incompatible or compatible (col.45, lines 6-9, lines 31-34; 
"GetFlavorFlags" determines compatibility, "GetFlavorData" determines data type, user 
uses the data returned from the functions described above to configure compatibility 
rules) for each incompatible element, performing a compatibility handling action (see 
"translation manager", col.9 lines 40-57) as defined by one or more conversion rules; 
and for each compatible element, allowing transfer of the unmodified compatible 
element to the destination (col.7, lines 60-64; col.9, lines 36-40). 

11. As to independent claim 6, Stern discloses a computer readable medium 
encoded with software (fig. 3) for transferring content from one computer resource to 
another computer resource (col.8, lines 31-35; content is transferred (drag) from source 
to destination (drop)), comprising the steps of: intercepting the transfer to a destination 
of one or more information elements selected from a source (col. 10, lines 36-43; 
contents are stored in a intermediate storage for further processing) performing a 
compatibility check for each intercepted information element with the destination 
(col.9, lines 35-44; source data are checked to ensure the destination can accept it) by 
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consulting one or more user-configurable compatibility rules to classify elements as 
incompatible or compatible (col.45, lines 6-9, lines 31-34; "GetFlavorFlags" determines 
compatibility, "GetFlavorData" determines data type, user uses the data returned from 
the functions described above to configure compatibility rules) for each incompatible 
element, performing a compatibility handling action as defined by one or more 
conversion rules (see "translation manager", col. 9 lines 40-57); and for each compatible 
element, allowing transfer of the unmodified compatible element to the destination 
(col.7, lines 60-64; col.9, lines 36-40). 

12. As to independent claim 1 1 , Stern discloses a system for automatically 
transferring content from one computer resource to another computer resource, 
comprising: a transfer interceptor configured to intercept one or more information 
elements selected from a source prior to insertion into a destination (col. 10, lines 36-43; 
contents are stored in a intermediate storage for further processing); a compatibility 
checker adapted to verify the compatibility of each intercepted information element with 
the destination (col.9, lines 35-44; source data are checked to ensure the destination 
can accept it) by consulting one or more user-configurable compatibility rules to classify 
elements as incompatible or compatible (col.45, lines 6-9, lines 31-34; "GetFlavorFlags" 
determines compatibility, "GetFlavorData" determines data type, user uses the data 
returned from the functions described above to configure compatibility rules); a 
compatibility action handler configured to performing an action as defined by one or 
more conversion rules for each intercepted information element (col.9, lines 40-57; 
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"translation manager"), and further configured to allowing transfer of said compatible 
elements to the destination without modification(col.7, lines 60-64; col.9, lines 36-40). 

13. As to claims 5, 10 and 15, Stern discloses performing a compatibility handling 
action comprises performing an action selected from the list of converting a text element 
from one format to another format, converting a graphic image element from one format 
to another format, converting a video clip element from one format to another format, 
converting an audio clip element from one format to another format, converting 
animated image element from one format to another format (col.65, lines 4-8; each 
compatible format, (col. 7, lines 26-30 defines flavors as different data types, it is consist 
with the definition of data format) is listed via the translation manager (col.9, lines 49- 
54)) isolating an element, isolating an element and transferring an annotation to said 
destination, isolating an element and transferring a hyperlinked annotation to said 
destination. 

Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/692,173 Page 7 

Art Unit: 2173 

15. Claims 2-4, 7-9 and 12-14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Stern, in view of Tomm et al. (Tomm, US 6,560,608 B1), in 
further view of Tsuji et al. (Tsuji, US 5,586,025). 



16. As to claims 2, 7 and 12, Stern does not disclose invoking a rule management 
user interface responsive to finding no existing compatibility rule for an element to be 
transferred; allowing, via said rule management user interface, a user action selected 
from the list of creating a new compatibility rule, deleting a compatibility rule, and 
modifying a compatibility rule. 

In the same field of processing data, Tomm discloses a system for selecting rules to 
process data. Tomm further teaches invoking a rule management interface ("rule 
editor") responsive to finding no existing rule for matching for an element to be 
transferred (fig.6; "630", "640", "650"); Tomm also teaches allowing, via said rule 
management user interface, a user action to create a new rule (see col. 5, lines 35-41). 

It would have been obvious to one of ordinary skill in the art, having the teaching of 
Stern and Tomm before him at the time the invention was made, to modify the system 
for transferring content taught by Stern to include an interface for adding new rules 
taught by Tomm with the motivation being to enhance the usefulness of Stern's system 
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since the added new rules "are available for subsequent [compatibility checking] 
operations" (see Tomm, col. 7, lines 61-62). 

Tomm does not disclose deleting a compatibility rule, and modifying a compatibility rule. 

In the same field of endeavor, Tsuji discloses a rule management user interface (fig.1, 
"17"), a user action selected from the list of creating a new rule (col. 5, lines 65-66, 
"registration of a new rule"), deleting a rule (col. 6, linesl 1-12 "delete the rule base"), and 
modifying a rule (col.5, lines 67- col.6, lines 2, "changing a stored rule). 

It would have been obvious to one of ordinary skill in the art, having the teaching of 
Stern and Tomm, and the teaching of Tsuji before him at the time the invention was 
made, to modify system for transferring content taught by Stern and Tomm to include 
the rule deletion and modification taught by Tsuji with the motivation being to provide a 
customizable user interface for rules manipulation. 

17. As to claims 3, 8 and 13, Stern does not disclose invoking a rule management 
user interface responsive to finding no existing conversion rule for an element to be 
transferred; and allowing, via said rule management user interface, a user action 
selected from the list of creating a new conversion rule, deleting a conversion rule, and 
modifying a conversion rule. 
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In the same field of processing data, Tomm discloses a system for selecting rules to 
process data. Tomm further teaches invoking a rule management interface ("rule 
editor") responsive to finding no existing rule for matching for an element to be 
transferred (fig.6; "630", "640", "650"); Tomm also teaches allowing, via said rule 
management user interface, a user action to create a new rule (see col. 5, lines 35-41). 

It would have been obvious to one of ordinary skill in the art, having the teaching of 
Stern and Tomm before him at the time the invention was made, to modify the system 
for transferring content taught by Stern to include an interface for adding new rules 
taught by Tomm with the motivation being to enhance the usefulness of Stern's system 
since the added new rules "are available for subsequent [compatibility checking] 
operations" (see Tomm, col. 7, lines 61-62). 

Tomm does not disclose deleting a compatibility rule, and modifying a conversion rule. 

In the same field of endeavor, Tsuji discloses a rule management user interface (fig . 1 , 
"17"), a user action selected from the list of creating a new rule (col.5, lines 65-66, 
"registration of a new rule"), deleting a rule (col.6, Iines11-12 "delete the rule base"), and 
modifying a rule (col.5, lines 67- col.6, lines 2, "changing a stored rule"). 

It would have been obvious to one of ordinary skill in the art, having the teaching of 
Stern and Tomm, and the teaching of Tsuji before him at the time the invention was 
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made, to modify system for transferring content taught by Stern and Tomm to include 
the rule deletion and modification taught by Tsuji with the motivation being to provide a 
customizable user interface for rules manipulation. 

18. As to claims 4, 9 and 14, Stern discloses performing an action selected from the 
group of converting a text element from one format to another format, converting a 
graphic image element from one format to another format, converting a video clip 
element from one format to another format, converting an audio clip element from one 
format to another format, converting animated image element from one format to 
another format, (col.65, lines 4-8; each compatible format (col.7, lines 26-30 defines 
flavors as different data types, it is consist with the definition of data format) is listed via 
the translation manager (col. 9, lines 49-54)) isolating an element, isolating an element 
and transferring an annotation to said destination, isolating an element and transferring 
a hyperlinked annotation to said destination. 

Conclusion 

1 9. The prior art made of record and not relied upon is considered pertinent to the 
applicant's disclosure. Documents that discloses event handler, data transformation 
and cut & paste that are not sited in the office action are provided in the examiner's 
reference. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Haoshian Shih whose telephone number is (571) 270- 
1257. The examiner can normally be reached on m-f 0730-1700. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cabeca can be reached on (571) 272-4048. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Kieu D. Vu 
Primary Examiner 



